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Trade Mark Sec 2(1) (zb)

A mark capable of being represented
graphically and which is capable of
distinguishing the goods or services of one
person from those of another and may include
shape of goods, their packaging and
combination of colours.



It must be a mark, that is, a device, brand,
heading, label, name or an abbreviation of a
name, signature, word, letter or numeral shape
of goods, packaging or combination of colours or
any combination there of

It must be capable of being represented
graphically.
It must be distinctive capable of distinguishing

the goods or services of one person from those of
another.

It must be used or proposed to be used for trade
in relation to goods or services.



 Trademark rules define graphical representation to
mean the representation of a trademark for goods or
services in paper form.

e Can non conventional marks like smell or sound
satisfy this requirement?

* The need to have something outside the graphic
representation in order to obtain a direct perception
of the sign it represented does not always or
necessarily indicate that the graphical representation

is inadequate for the purposes of examination and
registration.



Commonly used forms of trade marks

Words: Nokia, Samsung, TATA, BAJAJ

Slogans:“Solutions for a small planet” IBM
“We bring good things to life” GE






Amul Girl Asian Paints Boy




e Combination of colours can be a trade mark

* A product or a container shape can be a trade
mark

Coco Cola bottle, Toblerone chocolates




Theoretical Justifications

Two major justifications

* Preventing Consumer confusion

Trademarks act as information transfer too — Information about the origin
of the products.

As the United States Supreme Court explained in Qualitex Co.
v. Jacobsen Prods.,

Trademark law, by preventing others from copying a source-identifying
mark, ‘reduces the customer's costs of shopping and making purchasing
decisions,’” for it quickly and easily assures a potential customer that this
item—the item with this mark—is made by the same producer as other
similarly marked items that he or she liked (or disliked) in the past.



* Preventing Dilution of a trademark

* “to recognize trademark as a mere symbol of
goodwill without recognizing it as an agency
for the actual creation and perpetuation of
goodwill, ighores the most potent aspect of
the nature of a trademark”




The theory says

(1) that the value of the modern trademark lies in its
selling power;

(2) that this selling power depends for its psychological
hold upon the public, not merely upon the merit of the
goods upon which it is used, but equally upon its own
unigueness and singularity;

(3) that such uniqueness or singularity is vitiated or
impaired by its use upon either related or non-related
goods; and

(4) that the degree of its protection depends in turn
upon the extent to which, through the efforts or

ingenuity of its owner, it is actually unigue and different
from other marks.



INDIAN LAW
Registration

Indian Trademarks Act 1999 talks about the
grounds of refusal of the trademark
registration.

The law regarding the refusal is laid down in
two different sections.

Section 9 — Absolute Grounds of Refusal
Section 11 — Relative Grounds of Refusal



e Sec9 (1) The trade marks -

* (a) which are devoid of any distinctive
character, that is to say, not capable of
distinguishing the goods or services of one
person from those of another person;



 “What does devoid of any distinctive character
mean? | think the phrase requires consideration of
the mark on its own, assuming no use. Is it the sort
of word (or other sign) which cannot do the job
without first educating the public that it is a trade
mark? A meaningless word or a word inappropriate
for the goods concerned (North Pole for Cars) can
clearly do. But a common laudatory word such as
‘Treat’ is, absent use and recognition as a trademark
in itself devoid of any inherently distinctive
character” per Jacob J. British Sugar v James
Robertson and Sons.




Factors to be taken into consideration

* More aptly it describes the goods, less distinguishing
it becomes

* For a sign to be distinctive of a persons goods or
services in the required manner, it must generally be
speaking incapable of application to the goods or
services of anyone else.

* If people exposed to it are not generally likely to
regard it as something which provides some
description/information about the goods or services
with reference to which it is used.




e Arbitrary words or invented words are inherently
distinctive

* Signature prima facie distinctive.

* Personal names or surnames are not considered to be
inherently distinctive.

* Laudatory words are not considered as distinctive, e.g.
PERFECTION for soap was refused registration.



* An objection to the descriptive character may
only be maintained where the descriptive
content is immediately, clearly and
unmistakably obvious from the application. If
a term that could serve to describe the
characteristics of goods is merely hinted at or
is suggestive, and is recognizable only on the
basis of intellectual conclusions, it does not
usually impede the registration.

* ESB which stood for extra strong beer was
allowed registration for beer.



Color as trademark — the question of distinctiveness.

“A colour per se normally lacks those properties. Consumers
are not accustomed to making an assumption about the origin
of goods on the basis of their colour or the colour of their
packaging, in the absence of a graphic or textual element,
because a colour per se is not normally used as a means of
identification in practice. That rule may not apply in the case
of, firstly, very specific goods for very specific clientele,
secondly, a colour exhibiting a shade which is extremely
unusual and peculiar in the relevant trade.” Light Green
[1999]E.T.M.R. 214,0HIMThird BoA



* A colour per se, however, without any unusual and
fanciful features is devoid of any distinctive
character, since it belongs in the public domain and
form part of the store of signs available to all traders.
It is not capable of distinguishing the goods and
services applied for amongst those of other
undertakings and cannot serve the basic function of
a trademark, unless it has become distinctive in
consequence of the use which has been made of it.
(Ty Nant [1999] E.T.M.R.974,0HIM, Third BoA)

e Similar is the position with respect to shapes.



* (b) which consist exclusively of marks or
indications which may serve in trade to
designate the kind, quality, quantity, intended
purpose, values, geographical origin or the
time of production of the goods or rendering
of the service or other characteristics of the
goods or service;



Exapmles of rejected trademarks
COFFEE HOUSE AROMA for Coffee
EASY FLOSSING for toothpick with floss holder

JERYL LYNN for medicinal products treating
mumps virus

TREAT for dessert sauces and syrups

100 % PURE GOODNESS for cosmetics
LASTING PERFORMACNE for perfumes etc
EASI-CASH for financial services.



* (c) which consist exclusively of marks or indications
which have become customary in the current
language or in the bona fide and established
practices of the trade.

e Stars for hotels, bunch of grapes for wine, a
representation of chef for food or restaurant
services.

 New article name. In cases where the use of the
word is not a trademark, but only as a name of the
new article, such use is dedicated to public and
becomes common to trade.



 PROVIDED that a trade mark shall not be refused
registration if before the date of application for
registration it has acquired a distinctive character
as a result of the use made of it or is a well-
known trade mark.

* Hence personal nhame or surname which
otherwise is not inherently distinctive can acquire
distinctiveness over a period of time if people
start associating it with the particular goods or
services.




The following are the factors to be considered in
determining whether a mark has acquired
distinctiveness or not

Whether the mark contains any descriptive
elements of the goods or services?

How intensive and geographically widespread the
use of the mark is?

Whether the mark is having a longstanding use?
The amount invested in promoting the mark

The ?roportlon of the relevant public which
identifies, the good s?serwces having the mark, as
originating from a particular company

Statements from the chambers of
commerce/industry /trade bodies etc



Clause 2 of section 9 provides : A mark shall not be
registered as a trade mark if -

(a) it is of such nature as to deceive the public or cause
confusion;

(b) it contains or comprises of any matter likely to
hurt the religious susceptibilities of any class or
section of the citizens of India;

(c) it comprises or contains scandalous or obscene
matter;



(d) its use is prohibited under the Emblems and

Names (Prevention of Improper Use) Act,
1950.

e The name, emblem or official seal of the United Nations
Organisation.

* The name, emblem or official seal of the World Health
Organisation.

* The Indian National Flag.

e The name, emblem or official seal of the Government of India
or of any State, or any other insignia or coat-of-arms used by
any such Government or by a Department of any such
Government.



Any name which may suggest or be calculated to suggest (i)
the patronage of the Government of India or the Government
of a State; or (ii) connection with any local authority or any
corporation or body constituted by the Government under
any law for the time being in force.

The name, emblem or official seal of the United Nations
Educational, Scientific and Cultural Organization.

The name or pictorial representation of Rashtrapati,
Rashtrapati Bhavan, Raj Bhavan.

The name or pictorial representation of Mahatma Gandhi,
Pandit Jawaharlal Nehru, Chhatrapati Shivaji Maharaj or the
Prime Minister of India



Shape Marks

* Clause (3) of section 9: A mark shall not be
registered as a trade mark if it consists
exclusively of -

e (a) the shape of goods which results from the
nature of the goods themselves; or



* (b) the shape of goods which is necessary to obtain a technical result;

Case-law- Koninklijke Philips Electronics NV v Remington Consumer Products
Ltd. [2003] Ch 159

1966-Phillips designed a new type of electric razor-Phillis have—three
rotating heads laid out in the shape of an equilateral triangle

e 1985—registered the graphical representation of the shape and
configuration of the head of the shaver as a trademark

* 1995-Remington manufactured and sold DT 55 Shaver—three headed
rotary shaver —blades arranged in an equilateral triangle.

e Suit for infringement of trademark—counterclaim for revocation The case
was referred to ECJ



Mark in issue




e Held: it must be interpreted to mean that a sign
consisting exclusively of the shape of a product is
unregistrable by virtue thereof if it is established that
the essential features of that shape are attributable
only to the technical result. Moreover, the ground for
refusal or invalidity of registration imposed by that
provision cannot be overcome by establishing that
there are other shapes which allow the same
technical result to be obtained



* Another example

* a bar of soap with indentations along its sides
to allow a better grip is a shape consisting

exclusively of a shape necessary to achieve
that technical result



* (c) the shape which gives substantial value to
the goods.

— Section was aimed at preventing a trader from
monopolizing registration of shapes which added
a substantial value to goods over other shapes,

* Ex: a lampshade, a telephone desighed to
appeal to the eye... such designs should be
protected as design protection or the like, not
by trademark registration



RELATIVE GROUNDS

According to Section 11 (1)
a trademark shall not be registered if, because of

— Its identity with an earlier trademark and similarity of
goods and services covered by the trademark; or

— Its similarity to an earlier trademark and the identity or
similarity of the goods and services covered by the
trademark;

there exists a likelihood of confusion on the part of the public,
which includes the likelihood of association with the earlier
trademark



Mark

Normally likelihood of confusion requires an
appreciation of the Visual, phonetic or
conceptual similarity.

The global appreciation of the likelihood of
confusion must as regards the visual, aural or
conceptual similarity of the marks in question be
based upon the overall impression created by
them bearing in mind, in particular their
distinctive and dominant components.

If the mark is more distinctive the chances of
confusion are very high.




* Society Des Products v V.M. confectionary
Limited 2004 (29) PTC 508 (IPAB)

« ZEROV AERO

 The marks shall be held to be similar as the
slight phonetic dissimilarity does not equip,
illiterate class of people to make out such
subtle distinction and select the goods.



Goods and services

degree of similarity between goods and
services is also to be judged.

It is a question of fact

One must look at the trade and must look at it
from practical business and commercial
purpose.

The classification done by market survey
companies can be a good help.




Punjab Tractors v. Pramod Kumar Garg 2000 PTC

The opposition of plaintiffs to the registration of
SWARAJ trademark for diesel oil engines and
hand pump sets was upheld when the mark was
already registered for tractors.

The broad question is whether the goods are
such that by virtue of some similarity, affinity or
other circumstance, the purchasing public will
consider them as coming from the same source if
marketed under similar trade marks.

The whole dispute has to be judged from the
commercial and business point of view.




Consumer

An average consumer perceives the mark as a whole
and doesn't proceed to analyze its various details.

Average consumer only rarely has the chance to make
a direct comparison between different marks but must
place his trust in the imperfect recollection of them he
has kept in his mind.

But an average consumer is reasonably well informed,
reasonably observant and reasonable circumspect.

So in considering confusion courts reject confusion by a
‘moron in a hurry’ in favour of ordinary sensible
member of public




gcc)rn products v. Shangrila food products. 1960

Court held:

Marks to be considered as whole. We have to
approach it from the point of view of a man of
average intelligence and imperfect recollection.
To such a man the overall structural and phonetic
similarity and similarity of idea is likely to cause
confusion.

Hence gluvita was held to be deceptively similar
to glucovita.



* Global Appreciation Test

* A global assessment of the likelihood of confusion implies some
interdependence between the relevant factors, and in particular a
similarity between the trade marks and between these goods or services.
Accordingly, a lesser degree of similarity between these goods or services
may be offset by a greater degree of similarity between the marks, and
vice versa.

* the more distinctive the earlier mark, the greater the risk of confusion.
Since protection of a trade mark depends on there being a likelihood of
confusion, marks with a highly distinctive character, either per se or
because of the reputation they possess on the market, enjoy broader
protection than marks with a less distinctive character.



e Section 11(2) — well known trademarks

* Anidentical or similar trademark shall not be
registered even on dissimilar goods if the use
of the later mark without due cause would
take unfair advantage of or be detrimental to
the distinctive character or repute or the
earlier trademark.



Relevant factors

The knowledge or recognition of that
trademark in the relevant section of the public

The duration, extent and geographical area of
any use of that trademark or promotion of the
trademark

The record of successful enforcement of the
rights in that trademark



Factors not relevant
The use of the trademark in India

The registration or application for that
trademark in India.

Is well-known in or has been registered or
application for registration has been filed in
any country outside India.

That it is well known to the public at large in
India.



e Section 11(3) A trademark shall not be registered if,

or to the extent that, its use in India is liable to be
prevented by

— By virtue of any law in particular law of passing off
— By virtue of law of copyright

* For section 11(2) and 11(3) to be invoked
objection has to filed.



Honest concurrent use (Sec 12)

In case of honest concurrent use trademarks which are
identical or similar on identical or similar goods may be
permitted, upon such conditions and limitations
Imposed by the Registrar

It has been held that the use must not only be
concurrent but also honest

In Club Europe trade mark case, the dispute was
between British Alrwa(ujys and a travel agency in
England. It was proved that the agency had started the
use of the mark even before BA and had honestly

continued its use. BA’s obfection to registration was set
aside and the mark was allowed to be registered.



Procedure for Registration

Application for registration
Withdrawal of acceptance
Advertisement of application
Opposition to registration
Correction and amendment
Registration

Renewal

Revocation



Effect of registration

* Right to use
* Right to sue in case of infringement



INFRINGEMENT

Section 29 (2) says that a registered trademark is
infringed when

An identical mark is used similar goods
When a similar mark is used on identical goods

And such use is likely to cause confusion on the part
of the public or which is likely to have an association

with the registered trademark.



e Section 29 (4) says that mark with reputation
would be infringed by using a similar or
identical mark even on the dissimilar goods, if
it is without due cause takes unfair advantage
of or is detrimental to the distinctive character
or repute of the earlier mark.



* Due cause — “what this rule requires, as a rule,
is that the user of the mark is under such
compulsion to use this very mark that he
cannot honestly be asked to refrain from
doing so regardless of the damages the owner
of the mark would suffer from such use, or
that user is entitled to the use of the mark in
his own right and does not have to yield this

right to that of the owner of the mark.” Lucassois
(1976)7 1.1.C 420.



e Unfair advantage

e Cases where the public are confused into
thinking that there is a commercial connection
between the two parties.

* Simply being reminded of a similar trademark
with reputation for dissimilar goods does not
necessarily amount to taking unfair advantage
of the repute of the mark.



e Detrimental to the distinctive character or

repute

* Blurring - “The first plaintiff’s reputation and goodwill in the
description champagne derives not only from the quality of
their wine and its glamorous associations, but also from the
very singularity and exclusiveness of the descriptions. Any
product which is not champagne but which is allowed to
describe itself as such must inevitably, in my view, erode the
singularity and exclusivity of the description champagne and
so cause the first plaintiffs damage of an insidious but serious
kind.” Taittinger v Allbev, [1993]F.S.R 641



 Tarnishment - “It is ..... possible... that the
goods to which the use of a similar mark
relates, appealed to the sensations of the
public in such a way that attraction and the
capacity of the mark to stimulate the desire to
buy the kind of goods for which it is
registered, are impaired.”

Lucas Bols, (1976) 7 1.L.C 420



e 29 (5) A registered trade mark is infringed by a
person if he uses such registered trade mark,
as his trade name or part of his trade name, or
name of his business concern or part of the
name, of his business concern dealing in
goods or services in respect of which the trade
mark is registered.



29 (7) A trademark is infringed by a person
who applies such trademark to a material
intended to be used for labeling or packaging
of the goods, as a business paper or for
advertising goods or services, provided such
person, when he applied the mark, knew or
had reason to believe that it was not duly
authorized by the proprietor or a licensee.



Section 29(8)

A registered trade mark is infringed by any advertising
of that trade mark if such advertising-

(a) takes unfair advantage of and is contrary to honest
practices in industrial or commercial matters, or

(b) is detrimental to its distinctive character, or
(c) is against the reputation of the trade mark

This section creates space for using trademarks in
comparative advertising
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. !ln%Rte)ckitt & Colman of India Ltd. v. Kiwi T.T.K. Ltd.

* Five principles laid down by the Court

1. A tradesman is entitled to declare his goods to be
be%t in the words, even though the declaration is
untrue.

2. He can also say that his goods are better than his
competitors’.

3. For the purpose of saying that his %oods are the
best in the world or his goods are better than his
competitors' he can even comﬂare the advantages of
his goods over the goods of others.




4. He, however, cannot while saying his goods
are better than his com%etltors , say that his
competitors' goods are bad. If he says so, he
really slanders the goods of his competitors. In
other words he defames his competitors and
their goods, which is not permissible.

5. If there_ is no defamation to the goods or to
the manufacturer of such goods no action lies,
but if there is such defamation an action lies
and if an action lies for recovery of damages
for defamation, then the Court is also
competent to grant an order of injunction
restraining repetition of such defamation.




PASSING OFF

e Section 27: no person shall be entitled to
institute any proceeding to prevent, or to
recover damages for, the infringement of an
unregistered trademark.

* Nothing in this act shall be deemed to affect
the rights of action against any person for

passing off goods or services as the goods of
another person.



So the question is what is Passing off.
Passing off is a kind of tort.
In its classical definition it means:

“a man is not to sell his own goods under the
pretence that they are the goods of another.
He cannot be allowed to do so, nor to use the
means which contribute to that end”.



Three things need to be established

* Establish a goodwill attached to the goods or services
in the mind of the purchasing public.

 Demonstrate a misrepresentation by the defendant
to the public to believe that goods or services offered
by him are goods or services of the plaintiff.

 Demonstrate that he suffers or is likely to suffer
damage by reason of erroneous belief that the
source of the defendants goods or services is the
same as the source of those offered by the plaintiff.



e Erven Warnink v. Townend (advocaat) [1979] AC
731

e Facts: plaintiff manufactured and distributed an
alcoholic drink ‘advocaat’. It was made out of eggs
and spirit. Though it was manufactured in
Netherlands but was sold in England for 50 years. It
had 75% of market share. Defendants manufactured
an alcoholic drink made of different ingredients and
called it ‘old English advocaat/ keelings old English
advocaat.” it was cheaper in price.

* Inexperienced persons could not make out difference
between the two.




 Court observed; advocaat understood as
distinct and recognizable species of beverage.

* |t had gained reputation and goodwiill.

* Keeling caused and continued to cause
damage to warnink in trade and goodwill.



Justice Diplock laid down a five point test which is still
followed

1. There should be misrepresentation
. Made by a trader in the course of trade

3. To the prospective customers or his ultimate
consumers of goods/services supplied by him.

4. Which is calculated to injure the business/ goodwill
of another trader

5. Which causes actual damage to a business or
goodwill or the trader by whom the action is brought
or will probably do so.

N



* N.R. Dongre v. Whirlpool Corp. (1996)

* The issue was whether the reputation of
Trademark Whirlpool in respect of washing
machines of the respondents has traveled
trans border to India?

* The knowledge and awareness of a Trademark
in respect of Goods of a trader is not
necessarily restricted to the people of country
where goods are sold.




 The knowledge and awareness can reach even
the shores of those countries where the good
have not been marketed.

* When the product is launched and hits the
market in one country, the cognizance of the
same is also taken by the people in other
countries through adds in magazines,
television, video films etc.



* Hence in the present day world it cannot be
said that the goods sold in another country
have no goodwill reputation in country where

they are not available.



 Sony kabashuki kaisha v. mahaluxmi textile
mills (2009] delhi

* Similarity of goods of the rival is not an
essential requisite for maintaining an action
for passing off.

e court said that in an event a passing off is
instituted to defend the exclusivity of a
corporate name, it would not be open to
another trader to justify the use on the
ground that he is using the same corp. name
as his business entirely different from that of
plaintiff.




* This is because from the days of ‘one company
one product’ the commercial world has
considerably changed.

* Moreover modern marketing technology aided
with improved communication system has also
strengthened the distinctive properties of
individual TMs.

* |t was not court’s opinion that the class of goods/
Service ought to be altogether ignored.



* The similarity in nature, character and
performance of the goods would be one of
the factors in adjudication a passing off action.

* |n court’s view it was one of the important
factors, but just because the goods were
different, this very factor should not
automatically result in failure of an action
founded on the tort of passing off.



Domain names and trademark law

Yahoo inc. v. Akash arora 1999 delhi high court

Yahooindia.com was registered by the defendant and
this was challenged on the basis of passing off.

Court observed:
Passing off is a common law remedy

The parties are engaged in common or overlapping
fields of activity

Hence there is immense likelihood of confusion
vahoo is widely famous in India and worldwide..

Technically sophisticated of the users may be
unsophisticated consumers of information.




British Telecommunications v One in a Million Ltd.
(1999)

It follows that a court will intervene by way of
injunction in passing off cases in three types of case.

where there is passing off established or threatened

or

where the defendant has equipped himself with or
intends to equip another with an instrument of

fraud.



PANAVISION INTERNATIONAL vs. Dennis TOEPPEN

We reject Toeppen's premise that a domain name is nothing more than an
address. A significant purpose of a domain name is to identify the entity
that owns the web site. "A customer who is unsure about a company's
domain name will often guess that the domain name is also the
company's name. A domain name mirroring a corporate name may be a
valuable corporate asset, as it facilitates communication with a customer
base."

Toeppen's business is to register trademarks as domain names and then
sell them to the rightful trademark owners. He acts as a spoiler
preventing Panavision and others from doing business on the Internet
under their trademarked names unless they pay his fee. This is a
commercial use.



 The court found that Toeppen's conduct
diminished "the capacity of the Panavision
marks to identify and distinguish Panavision's
goods and services on the Internet

* The potential customers of Panavision will be
discouraged if they cannot find its web page
by typing in "Panavision.com," but instead are
forced to wade through hundreds of web
sites. This dilutes the value of Panavision's
trademark.



International Corporation for Assigned Names and
Numbers
Universal Dispute Resolution Policy

4. Mandatory Administrative Proceeding — in
case it is alleged that:

(i) your domain name is identical or
confusingly similar to a trademark or service
mark in which the complainant has rights; and

(ii) you have no rights or legitimate interests in
respect of the domain name; and

(iii) your domain name has been registered
and is being used in bad faith.



Evidence of Registration and Use in Bad Faith

(i) circumstances indicating that you have registered or you
have acquired the domain name primarily for the purpose of
selling, renting, or otherwise transferring the domain name
registration to the complainant who is the owner of the
trademark or service mark or to a competitor of that
complainant, for valuable consideration in excess of your
documented out-of-pocket costs directly related to the
domain name; or

(ii) you have registered the domain name in order to prevent
the owner of the trademark or service mark from reflecting
the mark in a corresponding domain name, provided that you
have engaged in a pattern of such conduct; or



(iii) you have registered the domain name primarily for the
purpose of disrupting the business of a competitor; or

(iv) by using the domain name, you have intentionally
attempted to attract, for commercial gain, Internet users to
your web site or other on-line location, by creating a
likelihood of confusion with the complainant's mark as to the
source, sponsorship, affiliation, or endorsement of your web
site or location or of a product or service on your web site or
location.



 How to Demonstrate Your Rights to and
Legitimate Interests in the Domain Name in
Responding to a Complaint.

* (i) before any notice to you of the dispute,
your use of, or demonstrable preparations to
use, the domain name or a name
corresponding to the domain name in
connection with a bona fide offering of goods
Or services; or



* (ii) you (as an individual, business, or other
organization) have been commonly known by
the domain name, even if you have acquired
no trademark or service mark rights; or

* (iii) you are making a legitimate
noncommercial or fair use of the domain
name, without intent for commercial gain to
misleadingly divert consumers or to tarnish
the trademark or service mark at issue.



